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A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS, 
WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1 .704(b). 

Status 

1 )KI Responsive to communication(s) filed on 23 October 2008 . 
2a )^ This action is FINAL. 2b)D This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 

Disposition of Claims 

4) |EI Claim(s) 1 ,8,9,12-17 and 39-48 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) |EI Claim(s) 1,8,9, 12-17 and 39-48 is/are rejected. 

7) 0 Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) Q The specification is objected to by the Examiner. 

10) D The drawing(s) filed on is/are: a)D accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 

1 1) D The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 119 

12) D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or (f). 
a)D All b)D Some * c)D None of: 

1 .□ Certified copies of the priority documents have been received. 

20 Certified copies of the priority documents have been received in Application No. . 

3.Q Copies of the certified copies of the priority documents have been received in this National Stage 
application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 
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Response to Amendment(s) 

Applicant's response on October 23, 2008 filed in response to the Office 
Action dated July 29, 2008 has been received and duly noted. 

In view of this response, the status of the rejections/objections of record is as 
follows: 

Status of the Claims 

Claims 1, 8, 9, 12-17 and 39-48 are pending and rejected. 
Claims 2-7, 10-11 and 18-38 have been cancelled. 
Claims 39-48 are new claims. 

Specification Objections 

The objection to the title is withdrawn in view of Applicant amending the title. 

35 USC § 112 Rejection(s) 

The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

The 1 1 2-1 st rejection of claims 1 , 8, 9, 12-17 and 39-48 regarding the scope of 
enablement for "R13, R4/R5 and R10" have not been overcome in view of Applicants 
amending the claims. As described in previous Non-Final Office Action, the following is 
not enabled: R13 being all claimed heteroalicyclic compounds, R4 and R5 being all 
fused cyclic rings claimed and R10 being all substituents as claimed. 
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Applicant has amended R4 and R5 to be taken together to form a phenyl group, 
but still has not overcome rejection due to phenyl group being optionally substituted with 
R15: 

R !< is uxteprorfcmfy select from -1 uilogen, -.NH -NO -OR' -\ CNR*R\ 

<tO>NfOR >R\ -Or Vk^NR^R , -N{R*}SOsRV€(Q}R\5mi3 R\ 

Applicant is enabled for the following substituents: halogen, unsubstituted alkoxy 
and unsubstituted alkyl. For example, R15 can be R7, which is can be selected from 
the group which contains heterocyclylalkyl and heterocycly, which is clearly not enabled. 

Applicant argues that Examiner has not offered no specific finding why a person 
of ordinary skill in the art would not know to make and use the full scope of the 
heteroalicyclic term R1 3 without undue experimentation. Examiner respectfully 
disagrees. R10 has similar claim coverage and is included in this response to 
Applicant's remarks. For example, the Specification defines the term heteroalicyclic to 
be as follows: 

tw$e*oaacjfdfc may ccaataia aesatesttso**. tes is jta* fuomte. 
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EW73] mmatwyslyr rMm to a &tm$ tote* m rtfaen-arcrafcered ring nOmi that 
wwste of carbon atoms and from one to five beteTOatotsis .-Kflccted turn th« group 
eon S1 st st ig of aitre^ phosphor^ oxygea attd sulfur. For purposes of tH% m^6m, &e 
feetswoeydyl radical may be * mmtyeMe. I&ydk or tricyclic rifig system *hieh my 
itiduda fused or bridged ring systems as well ss spkoeyelic systems; and the »toop« s 
p; osphonis, carbon or suffer jwra? is the h*ie«v:yclyi ^dicsl may be optk n i ,* ox di? 4 
to various oxidaikKt mass. In a specific example, tb? group -S(0^» fete to -S~ 
(Siilfi-dc), -SsO)- (scilibskk), and -SO;- (saifone). Fw eouvente»ee, ntttgega, 
particularly ta* sot exclusively, those defmed as annular aromatic mtogem are meant m 
delude tfectr cc»TB«pondittg ,V-<sxid« form, although not explicitly defined at such in a 
particular example;. Thas, for a compound of the mvetrtion having, for example. apytidyi 
*e fJQr*e$p0ndi8s pyrid^Af-oxide is mm to be included m sooiher expound of 
m invention, U adisibs, annular siirogets atoms may be op(£on»»y qmtem*s& ar*d &* 
ring radicaJ may be. paa&iiy or fully saturated or assBsaise. 

According to the definition, the following variable can be devised, which Applicant 



The above compound was searched in STN Structure Database and Aldrich 
Chemical Catalog and was not found. Applicant has not provided where this compound 
can be purchased and has not provided any guidance or direction as how this 
compound can be made or used. Clearly, one of ordinary skill in the art would endure 
an undue experimental burden regarding how to make and use this compound. This is 



has claimed: 



H 




Application/Control Number: 10/533,555 Page 5 

Art Unit: 1625 

just one of many examples which can presented for Applicant not being enabled for the 
entire scope of the claimed variables. 

As stated in previous Office Action, R13 being H, alkoxy, amino, alkylamino and 
heteroalicyclic where heteroalicyclic compounds are morpholino, pyrrolidinyl and 
piperidinyl; R4 and R5 fused to form phenyl; and R10 being H, alkyl, alkoxy, cyano, 
halo, haloakyl does not reasonably provide enablement for R13 being all claimed 
heteroalicyclic compounds, R4 and R5 being all fused cyclic rings claimed and R10 
being all substituents as claimed. 

Claim Rejections - 35 USC § 103 

Applicant's arguments with respect to 103(a) rejections have been fully 
considered and are persuasive. The 103(a) rejection of claims 1-9, 12-19 and 31-38 
regarding obviousness over Tang (US 6,689,806) in view of Tang (US 6,31 6,429 B1 ) 
(PTO-1449) and in further view of US 6,569,868 (PTO-1449) have been withdrawn in 
view of Applicant's arguments. 

THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1 .136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
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shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 



Conclusion 

Applicant is respectfully reminded that it is required that all claims be amended to 
elected group. Examiner also warns Applicant not to introduce new matter when 
amending. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to John Mabry, PhD whose telephone number is (571) 
270-1967. The examiner can normally be reached on M-F from 9am to 5pm. 

If attempts to reach the examiner by telephone are unsuccessful, the Examiner's 
primary examiner can be reached at (571) 272-0684, first, or the Examiner's supervisor, 
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Janet Andres, PhD, can be reached at (571) 272-0867. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 



/John Mabry/ 
Examiner 
Art Unit 1625 



/Rita J. Desai/ 
Primary Examiner, Art Unit 1625 



